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TERMINAL DISCLAIMER TO OBVIATE A PROVISIONAL DOUBLE PATENTING 
REJECTION OVER A PENDING SECOND APPLICATION 



Docket N jmber (Optional) 
15280W-O03O00 



!n ne Application of: Hyun K, Kim etal. 
Application No. 09/526,855 
Filed: March 17,2000 

For STRUCTURAL MODIFICATION OF 19-NORPROGESTERONEl: 17-ALPHA-SUBSTITUTED-11-BETA- 
SUBST1TUTED-4^ARYL AND 21 -SUBSTITUTED 19-NORPREGNADIENEDlONE AS NEW ANTIPROGESTATIONAL 
AGENTS 

The owner*. The Government of the United States of America as represented bv the Secretary Of the 
Departmentof Health and Human Services , of 100 percent Interest in the inst&nt application hereby disclaims, except es 
provided below, the terminal part of the statutory term of any patent granted on the instant application, which would 
extend beyond the expiration date of the full statutory term defined in35 U,S.C. 154 »nd 173 as shortened by any 
terminal disclaimer filed prior to the grant of any patent granted on pending second Application Number 09/ia0,1 32, filed 
on May 24. 1999 . of any patent on the pending second application. The owner hereby agrees that any patent so granted 
on the instant application shall be enforceable only for and during such period that it and any patent granted on the 
second application are commonly ovmed. This agreement runs with any patent granted on the Instant application and is 
binding upon the grantee, its successors or assigns. 

In making the above disclaimer, the owner does not disclaim the terminal part of any patent granted on the 
Instant application that would extend to the expiration date of the full statutory term as defined In 35 U,S.C. 154 and 173 
of any patent granted on the second application, as shortened by any terminal disclaimer filed prior to the patent grant, 
In the event that any such granted patent: expires for failure to pay a maintenance fee, is held unenforceable. Is found 
invalid by a court of competent jurisdiction, is statutorily disclaimed in whole or terminally disclaimed under 37 CFR 
1 .321 , has all claims canceled by a reexamination certificate, is reissued, or is in any manner terminated prior to the 
expiration of its full statutory term as shortened by any terminal disclaimer filed prior to its grant. 



Check $lthQr box 1 or 2 below, if appropriate. 

1. D f^or submissions on behalf of an organization (e.gM corporation, partnership, university, government agency, 
etc.), the undersigned is empowered to act on behalf of the organization. 

I hereby declare that all statements made herein of my own knowledge are true and that all statements made 
on Information and belief are believed to be tnje; and further that these statements were made wUh the knowledge that 
willful false statements and the \\k& so made are punishable by fine or Imprisonment, or both, und«r Section 1001 of 
Title 18 of the United States Code and that such willful false statements may jeopardize the validity of the application 
or any patent issued thereon. 



2, 13 The undersigned Is an attorney of recoj 




Date 



f ped or pibited name 
92W72-6000 



Telephone Number 



^Terminal disclaimer fee under 37 CFR 1.20(d) Is Included. 



WARNING: information on this form may bocome public. Credit card information should not 
be included on thl« form. Provide credit card Information and authorization on PTO-2038. 

*Statemenl under 37 CFR 3.73(b) is required if temiinal disclaimer is signed by the assignee (owner). 
Form PTOySB/96 may be used for making this certiflcalion. See WIPEP § 324. 
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TRANSMITTAL 
FORM 

ftii be used for aJi wff&x^oridBnce aftvr iniV^l flifng) 


Application Number 


09/526,855 


Filing Date 


March 17, 2000 


Firfit Named Inventor 


Kim, Hyun K. 


Art Unit 


1616 


Examiner Namft 


Barbara P. Badio 


\^ T^l^ Number or Pagw in TWa Submission 1 


Attorney Docket Number 


152BOW-0O3O0O y 



ENCLOSURES (Check all ih&t &ppty} 



□ 
□ 

n 

□ 

□ 
□ 



Fee Transmittal Form 

I I Fee Aliachad 

Amendmeht/Reply 

I I After Final 

I I Affidavit5/cle(;:iaradQr\(s) 

Extension of Time Request 

Express Abandonment Raqueet 

Information Dlsdosurs Statement 

Certified Copy of Priority 
□ocument(s} 

R^fiponse to Missing Parish 
Incomplete Application 

□ Rd£ponsa to Missing Parts 
under 37 CFR1.52or1,53 



I I □rawina(s) 

I I Ucensing-related Papers 

□ 
□ 

□ 

□ 
□ 
□ 



Petition 

Pdlilion to Convert to a 
Provisional Appffwlion 
Power 0^ Attorney. Revocation 
Change Of Conrespondenoe Addr$£$ 

Terminal Disclaimer 

Request for Refund 

CD, Number of CD(fi) 



Remarks 



□ 
□ 
□ 
□ 
□ 



After Aliowence Communicab'on 
to Technology Center (JO) 
Appeal Communication to Board 
of Appeals end tntorferences 
Appeal Communicatipn toTC 
(Appsal NQtitt, Brler^ R«p|y Bncf) 

Proprietary [nformation 



Status Letter 

r\7| Other enclosure(s) (please 
1*::-^ Identify below): 

Terminal Disclaimer 



The Commissioner is i^uthorized to charge any additional fees to Deposit 
Account 20-1430, 



SIGNATURE OF APPLICANT, ATTORNEY, OR AGENT 



Firm 
or 

Individual name 



IrfTownsend anflTTownsend Jhd Crgw LLP 
Eugenia earrlt^ackcUs^^ \ \ ^ 



Reg. No. 37,330 



Date 





RTIFIC4TE OF TRANSWIISSION/MAlUNG 



( hereby certify that th\correspond( 
59pteniber 22, 20D4. 



is being facsimile transmitted to the Patent and Trademark Office, Fax No. (571 } 273-0609 on 



Typed or pnnted namd 



Linda Shaffer 



Signature 




'7' IX 



Date 



9/22/04 
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( FEE TRANSMITTAL 
for FY 2004 



□ Applicant daims small entity status. See 37 CFR 1.27 



XJOTAL AMOUNT OF PAYMENT | ($) 110 



Compht^ff Known 



Agpiication Number 



Filing DgtB_ 



Pryt Named Inventor 



Examiner Nema 



Art Unit 



Attorney Dockat No. 



09/526.855 



March 17, 2000 



Kim, Hyun K. 



Barbara P. Badio 



1616 



152aOW-003000 



3 ^^^^ I— J H LZTouwr Q None 

Deposit Aixounfc 



Tht Director Ik authoriHd lo; (check aH thai appty) 
^ Char^ fcdi) WcaHed below |^ Credit tnf ovBrpaymanEs 
Cnarge any addltlord fse(s) or any underpayment of iee(&) 

Charge 1iae(s) Indrc^ed belQW, except for the tlUng f<M 

6 me atewfl-ldamlfled dapostt account 



1. BASIC FILING FEE 



METHOD OF PAYWgMt (ttheck ail ihat tfifify) 



Deposit 
Accaurt 
Number 



□epo&lt 
Account 



20-1430 



Townsend and Teiwn«enil and Crww UP 



FEE CALCULATION 



Larg« Entrty 


SmaJI Entity 


Fee 


Pee 


Fee 


Pee 


Fee Description 


Cod9 






«) 




1001 


770 


20D1 


385 


Utiiny filing i&e 


1.002 


340 


2QQ2 


17D 


Oaalgn filing fee 


1003 


530 


ZD03 


265 


Rsnt filing re« 


1004 


770 


2004 


306 


Reluue filing fse 


1Q05 


160 


2DDS 


80 


Provisional fPina fee 



FeePaU 



SUBTOTAL (1) 



2, EXTRA CLAIM FEES FOR UTILITY AND REISSUE 



Total Claim* 

Indepwidsnt 
Claims 

UulOpto 
Dependent 



LarjB Entity Small Entity 



Bctra OlalrnB 



Fee from 



Pee Paid 



Fee 


Fee 


Pee 


Fse 


Code 


(*) 


Code 


(*) 


1202 


10 


2202 


9 


liOl 


S6 


2201 


43 


1203 


290 


2203 


145 


1204 


a6 


2204 


43 


1205 


IB 


2205 


9 



Claime in exCdSS Of 20 
Independcii daims In »ce99 of 3 
Multiple dependent daim^ ir not paid 
**■ Reissue 1n4ef>eru]«nt dalme 

over original pdbnl 
** Reissue cUiin^ in excea^ of 20 

and overorlglnd patent 



5Ubtotal(z) jiir 



"or numfie/prflv^oufffy paftl ifgrv^l^q R^lrfuof, sbq above 



3, ADDITIONAL WBEA 



FEE CALCULATION fcontlnued) 



1051 
1052 

1053 
1612 
1B04 



130 
BO 

130 

2.520 

920* 



FM 

code 

2051 
2052 

1063 

iai2 

1A04 



leos 1^0* 



1251 
1252 

1253 
1254 

1255 
1401 
1402 
1403 

1451 

l4Sa 
14G3 
1501 
1502 
1503 
1490 

iao7 

1306 
8021 



110 
420 

d50 

1,400 

2,010 
330 
330 
290 

1,510 

no 

1,330 

1^0 

450 

640 

130 

50 

180 

40 



laoQ 


770 


2B03 


3a5 


IfllO 


770 


2B10 


385 


1601 


770 


seoi 


365 


ieo2 


600 


iao2 


DOO 



Small Entity 



Fee (S) 

25 

130 

2.520 

920* 



1805 1,94<r' 



2251 
2252 



2253 
2254 



65 
210 



475 
740 



Omer fee (apecJfy) 



Fee DetCJ^pden 
Surcharge - late filing tee or oath 

Sun;harae - Iffle pravldlonal fling Fee Or 
cover ahaat. 

NDr-Engli*n speclftoaBon 
Fof (ling a naquast fcv rM;}<ami!n»Uon 
Requesting puUlc&don of SIR prior to 
Exani nsr action 

Requesting publication of SIR after 
Exarrener aotion 

Extension far reply wtthln ftrat month 
Exienalon for reply within second month 

ExtenGlon fbr reply w19^ inrd month 
&tfen^lon for reply wiUin fourth n>Onth 

&afiruion for reply within fiFlh month 
Nob'ce ofA0pe»l 

Piling a brief In eupportoFdn appeaf 
Roquost far oral hearing 
Petition ID InEtttute a public use 
proceeding 

Petition (4 revive - urmvaldabie 
Peblion to revive - uninlentlonat 
Utility Ibaub fee (orrelsEue) 
Desfgn issue fee 
Plant laaua lea 

P««ion» to me Commlwkiner 

p end one related to prDvlsional 
appFi colons 

Submissiop of inrorrn^jKon Disclosure 

Recording each patent e«4idiiment per 
property (tliDea number of properties) 

FUtng 9 subrrilaalan after final rejection 
(37 CFR§ 1,129(9)) 
For each addltlonBl Invention b be 
examined (37 CFr S i.i2B(b)) 

Aequeatfor Continued B^amination 
CRCE) 

R«KHJest for expedited examLmtlon 
of a design appJic^uon 

Termfnal diacfaimer > — ' — 



2^5 1,005 

2401 IBS 

2402 '165 

2403 145 

1451 1,510 

2452 55 

2453 6&5 

2501 eea 

2502 240 

2503 320 
1460 130 
1307 50 

1309 190 

fl021 40 



Fee 
Paid 



110 



■Reduced by Basic Rling Fee Paid SUBTOTAL [3J 



(S)110 



aUBMITTED BY 



Wame (Prfm/rype) 



37.330 
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Complete ffapjaWwiW 



form beconw public. Credit C^d infamiatJon should not be 
e credit e^d UiformaUon and aulhorizayQn on PTQ^D3l, 



925-472-5000 



9/22/04 
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